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Detailed Action 

Re-Opening of Prosecution 
The applicant's filed an appeal brief on 09/18/2007 and after careful 
consideration the examiner has decided to withdrawal the finality of the last office action 
and issue a new final office action due to applicant's amendment of the claims received 
06/21/2006. 

Status of Claims 
Claims 24, 34-37, 49, 51 and 74-75 are pending. 

The rejections of the last office action are withdrawn and modified/new rejections 
based solely on the prior art of record are detailed below. 
This action is made final. 

Response to Amendment 

The applicants fail to particularly point out where support for the proposed 
amendments lie. The applicants provide only a general and vague statement as 
follows: "Support for the above amendments can be found in the originally filed 
specification and claims." Applicants are required to distinctly point out where support 
lies for their proposed amendments. Despite this deficit the examiner has entered the 
amendments to the claims. 
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Applicant's amendment of the claims received 6/21/2006 amending claims 24, 
34, 36, 49, 51, 74 and 75 has been entered. 

Applicant's arguments with respect to claims 24, 34-37, 49, 51, 74 and 75 have 
been considered but are moot in view of the new rejection(s) necessitated by applicant's 
amendment. 

The applicant's argue that the examiner has failed to meet every limitation of 
applicant's claims in the formulation of the 102(b) rejection of record. The applicant 
asserts, on pages 19-20 of the remarks, that Birtwistle fails to teach a composition 
comprising at least one of the recited esters in the claimed amount (1 .2-8% by weight). 
The applicant then states on page 20 of the remarks, "...Birtwistle discloses that various 
emollients may be added to composition in an amount ranging from 0.01-99% by 
weight, such a disclosure does not teach the use of 1 .2-8% of these emollients as 
recited in trhe present independent claims. Moreover, applicants submit while the 
examples of Birtwistle may teach compositions comprising various components falling 
within the claimed concentration range, such components do not anticipate the claimed 
at least one water insoluble ester." The examiner points out that the applicants herein 
support the anticipation rejection as made by the examiner by both admitting that 
Birtwistle teaches a range encompassing the applicant' said range and further that the 
Birtwistle compounds have been exemplified within the said ranges of the applicant's 
claims. 

The applicant's repeatedly deny that Birtwistle teaches at least one of the 
claimed water-insoluble caboxylic acid esters in the claimed concentration. The 



Application/Control Number: Page 4 

09/890,805 

Art Unit: 1617 

examiner respectfully disagrees. As has been demonstrated repeatedly in the rejection 
of the prior office action Birtwistle teache the broadly claim esters. 

The examiner respectfully points out, again, that the example 9 was set forth at 
the end of the rejection as one example presented in the Birstwistle reference. The 
remainder of the rejection addressed the limitations set forth in the applicant's claims. 
For clarification the examiner will address applicant's statement that the examiner 
asserts that ethylene glycol monostearate is equivalent to the at least one water- 
insoluble mono-carboxylic acid ester recited in the claims. In the office action of 
02/07/2005 the examiner when presenting example 9 clearly indicates that ethylene 
glycol monosterate is a non-ionic surfactant and water insoluble ester. No assertion is 
made that ethylene glycol monosterate is a water-insoluble mono-carboxylic acid ester 
as recited in the claims. The examiner will point out that in the preceding parts of the 
102(b) rejection the examiner pointed out that the Birstwistle et al. compounds included 
emollients including, isopropyl myristate, isopropyl palmitate, butyl sterate, butyl 
myristate, lauryl lactate and isopropyl linolate (in amounts of from 0.01-99%) all 
compounds meeting the various water-insoluble mono-carboxylic acid esters as recited 
in the claims. Further as applicant's have amended claim 49 to exclude glyceryl 
monostearate the examiner respectfully points out that the said claim also includes 
glyceryl monolaurate which is also included in Birtwistle as set forth in the prior 
rejection. Additionally the examiner would like to draw the applicant's attention to col. 5 
line 35 to col. 6 line 10, of Birstwistle et al. where it is taught that the compositions can 
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include tallow fats and coconut oil (both containing triesters of glycerol fatty acids 
meeting the triesters as set forth in the applicant's claims) in amounts of up to 90%. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 24, 34-37, 49, 51 and 74-75 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Birtwistle et al. (US Patent No. 5139781). 
Birtwistle et al. state, in col. 1 lines 5-13: 

"The invention relates to compositions suitable for topical application to the skin, 
(including the mucosae), and to the hair. In particular, the invention is concerned with 
highly improved detergent compositions suitable for cleansing the whole body surface, 
including the mouth." 

Birtwistle et al. further teach, in col. 1 line 67 to col. 2 line 12: 
"The compositions so obtained are accordingly capable of producing a superior 
lather volume and an outstanding lather creaminess. Also, the composition is so mild to 
the skin that it can safely be used for cleansing the mucosae, such as the mouth and 
the vagina, and other more delicate skin areas. It can also be used in shampoos for 
frequent, e.g. daily, hair washing, without risk of scalp irritation or damage attributable to 
harsher products.. In addition to these excellent attributes, the ease of rinsing from hair 
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or skin and superior silky-smooth after-use skin feel properties of the compositions, 
including freedom from skin roughness and erythema, have great consumer appeal." 

Birtwistle et al. teach, in col. 2 lines 15-65, compositions suitable for topical 
application to the skin or hair, which comprise 1-99% of a monoalkyl or monoalkenyl 
phosphate surfactant (anionic surfactant), 1-50% of a dialkyl or dialkenyl phosphate 
surfactant (anionic surfactant) and 1-50% of a co-surfactant chosen from 
alkylamidobetaines (amphoteric surfactant) or alkylamphoglycinates (amphoteric 
surfactant). Birstwistle et al. teach, in col. 8 lines 15-65, that the compositions can also 
comprise non-ionic surfactants of up to 50% (preferably 1-40% by weight), such as 
alkylethoxylates, alkylalkanolamides, sucrose laurate, methyl glucose laurate, and 
esters of glycols and glycerols such as ethylene glycol mono stearate and glyceryl 
mono stearate. Birstwistle et al. teach, in col. 1 1 lines 5-30, that additional emollients 
can be used in the compositions including glyceryl monolaurate, glyceryl monostearate, 
isopropyl myristate, isopropyl palmitate, butyl stearate, butyl myristate, lauryi lactate, 
isopropyl linolate, and others. Birtwistle et al. teach, in example 9, a body shampoo for 
use in the shower or when bathing comprising triethanolammonium mono- 
(ethyleneglycol-mono-n-decyl ether) phosphate (an anionic surfactant, 10% by weight), 
triethanolammonium di-(ethyleneglycol-mono-n-octadecenyl ether) phosphate (an 
anionic surfactant, 8% by weight), cocoamphodiproprionate (an amphoteric surfactant, 
9% by weight), ethylene glycol monostearate (a non-ionic surfactant and water- 
insoluble ester, 1.5% by weight) and water anticipating the "...composition comprising 
(A) a cosmetically acceptable aqueous medium, (B) a washing base comprising at least 
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one anionic surfactant and at least one amphoteric surfactant, (C) at least one water- 
insoluble carboxylic acid ester... the concentration of said ester... 1.2 to 8% by 
weight... the concentration of said washing base... ranging from 6 to 35% by weight... the 
anionic surfactanfcamphoteric surfactant ratio by weight being less than or equal to 3: 1 " 
of claim 24, The ..."composition wherein at least one water-insoluble carboxylic acid 
ester is chosen from..." of claim 34, the "...composition. ..wherein at least one esters is 
chosen form..." of claim 35, the "...composition. ..wherein said monocarboxylic acid. ..is 
chosen from..." of claim 36, the "...composition. ..wherein said monoalcohols...are 
chosen from..." of claim 37, the "...method for cleaning and/or removing makeup from a 
keratinous substance..." of claim 74, and the "...process for washing and for 
conditioning a keratinous substance..." of claim 75. 

The examiner respectfully point out the following: "Products of identical chemical 
composition can not have mutually exclusive properties. 

"A chemical composition and its properties are inseparable. Therefore, if the prior 
art teaches the identical chemical structure, the properties applicant discloses and/or 
claims are necessarily present." In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 
1658 (Fed. Cir. 1990). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 49 and 51 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Birtwistle etal. (US Patent No. 5139781). 

Birtwistle et al. teach, in col. 2 lines 15-65, compositions suitable for topical 
application to the skin or hair, which comprise 1-99% of a monoalkyl or monoalkenyl 
phosphate surfactant (anionic surfactant), 1-50% of a dialkyl or dialkenyl phosphate 
surfactant (anionic surfactant) and 1-50% of a cb-surfactant chosen from 
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alkylamidobetaines (amphoteric surfactant) or alkylamphoglycinates (amphoteric 
surfactant). Birstwistle et al. teach, in col. 8 lines 15-65, that the compositions can also 
comprise non-ionic surfactants of up to 50% (preferably 1-40% by weight), such as 
alkylethoxylates, alkylalkanolamides, sucrose laurate, methyl glucose laurate, and 
esters of glycols and glycerols such as ethylene glycol mono stearate and glyceryl 
mono stearate. Birstwistle et al. teach, in col. 1 1 lines 5-30, that additional emollients 
can be used in the compositions including glyceryl monolaurate, glyceryl monostearate, 
isopropyl myristate, isopropyl palmitate, butyl stearate, butyl myristate, lauryl lactate, 
isopropyl linolate, and others. Birtwistle et al. teach, in example 9, a body shampoo for 
use in the shower or when bathing comprising triethanolammonium mono- 
(ethyleneglycol-mono-n-decyl ether) phosphate (an anionic surfactant, 10% by weight), 
triethanolammonium di-(ethyleneglycol-mono-n-octadecenyl ether) phosphate (an 
anionic surfactant, 8% by weight), cocoamphodiproprionate (an amphoteric surfactant, 
9% by weight), ethylene glycol monostearate (a non-ionic surfactant and water- 
insoluble ester, 1.5% by weight) and water. 

Birtwistle et al. does not exemplify a non-ionic surfactant and water-insoluble 
ester other than ethylene glycol monostearate. 

Birstwistle et al. (as described above) teach, in col. 1 1 lines 5-30, that additional 
emollients can be used in the compositions including glyceryl monolaurate, glyceryl 
monostearate, isopropyl myristate, isopropyl palmitate, butyl stearate, butyl myristate, 
lauryl lactate, isopropyl linolate, and others, all compounds meeting the water-insoluble 
mono-carboxylic acid esters described in claims 49 and 51 . 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made that Birtwistle et al. could* use any of the described emollients 
including glyceryl monolaurate, glyceryl monostearate, isopropyl myristate, isopropyl 
palmitate, butyl stearate, butyl myristate, lauryl lactate, isopropyl linolate in place of 
ethylene glycol mono stearate as exemplified as Birtwistle et al. teaches the emollients 
as being equivalent and useful in the invention. One would be motivated to use any 
particular emollient in order to optimize and/or modify the properties of the overall 
composition based upon the desired end product (hair shampoo, body wash, etc.). 
One would have a reasonable expectation of success as Birtwistle et al. teaches Ihe 
compounds as equivalent and simple replacement of one equivalent emollient for 
another is easily within the ability of one of ordinary skill in the art. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leonard M. Williams whose telephone number is 571- 

272- 0685. The examiner can normally be reached on MF 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

LMW 




